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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 02 September 2004 . 
2a)[X] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) IEI Claim(s) 27-29 and 32-52 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 27-29 and 32-52 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Introduction 

1 . The Examiner has carefully considered Applicant's amendment to the 
specification and remarks filed on 9/2/2004. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Rejections not maintained are withdrawn. In particular, in respect to the suitable 
thickness of the non-adhesive material, Applicant's argument "Although claim 27 is 
broad, it is fully enabled, and thus need not be narrowed" (Remarks, page 7, bottom 
paragraph) is persuasive, as such the suggestion to incorporate claim 28 into claim 27 
is withdrawn. 

Claim Objections 

4. Claim 28 is objected to because of the following informalities: 

The Examiner repeats (see section 4 of Office action dated 6/10/2004) that in 
claim 28, line 2, please correct the recitation "30 nanometers" to -300 nanometers", so 
as to be consistent with the teachings in the specification, which expressly teaches the 
thickness from about 0.3p, (300 nanometers) to about 100(x (specification, paragraph 
0031). Appropriate correction is required. 

Specification 
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5. 35 U.S.C. 112, first paragraph, requires the specification to be written in "full, 
clear, concise, and exact terms." The specification should be revised carefully in order 
to comply with 35 U.S.C. 1 12, first paragraph. 

It is noted that in response to Examiner's objection to claim 28 in the prior Office 
action dated 6/10/2004, in which the Examiner stated that appropriate correction is 
required to the apparent erroneous thickness of the non-adhesive material form, and 
also pointed out that the instantly claimed thickness is not commensurate with the 
specification paragraph 0031 , Applicant has amended the specification to include the 
apparently erroneous thickness recitation into the specification, and stated that the 
amendment is proper because claim 28 is an original claim. 

With respect to Applicant's argument and amendment, the Examiner notes that 
while claim 28 is an original claim, its recited thickness of 30 nanometers appears to be 
too thin to be enabled for an effective non-adhesive material form. In particular, it is 
also noted that the original specification clearly leads one of ordinary skill in the art to a 
much thicker and narrower range (2^ to about 20|x, paragraph 0035). Additionally, the, 
Examiner would like to point out that according to the periodic table, the diameter of 
carbon atom is 1 .82 A (see article at http://hyperphysics.phy- 
astr.gsu.edu/hbase/pertab/c.html#c1 ), so a thickness of 30 nanometers (300 A) is only 
approximately equivalent to 182 carbons stacked in a straight line side-by-side. Since 
the non-adhesive material form is made from a curable ink of polymeric materials 
(paragraph 001 7), which typically contain thousands of carbon atoms each polymer 
molecule, it appears to the Examiner that a thickness of 30 nanometers unreasonably 
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requires the thickness of a cured non-adhesive material form to be in the molecular 
thickness range or less. As such, in the absence of a proper evidentiary support for 
enablement, it is the Examiner's position that the amendment appears to be improper, 
and renders the specification unclear and not enabling as to how such a thin thickness 
is to be made and functions effectively. Finally, Applicant is required to provide an 
evidentiary support to show that a thin coating of only 30 nanometers is reasonably 
enabled for the intended use of the instant invention, or an appropriate correction is 
again requested. 

Claim Rejections - 35 USC §112 

5. Claim 28 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for the thickness of non-adhesive material forms 
having an average thickness of from about 0.3^ to about 100|a, or from 0.5^. to 50^, or 
from about 2\x to about 20^ (see paragraph 0035), does not reasonably provide 
enablement for a thin coating of 0.03p. (30 micrometers). The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention commensurate in scope with the extremely 
thin layer of non-adhesive material form. 

In particular, the Examiner repeats that it appears that a thickness of 30 
nanometers unreasonably requires the thickness of a cured non-adhesive material form 
to be in the molecular thickness range, as set forth above. As such, Applicant is 
required to provide a proper evidentiary support that an extremely thin coating of only 
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30 nanometers is reasonably enabled for the intended use of the instant invention, or an 
appropriate correction to the apparent typo is required. 

6. Claims 27-29 and 32-52 are rejected under 35 U.S.C. 1 12, first paragraph, as 
based on a disclosure which is not enabling. A pattern of non-adhesive material 
providing a path for air egress from adhesive article is critical or essential to the practice 
of the invention, but not included in the claim(s) is not enabled by the disclosure. See In 
re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). 

The Examiner repeats (see section 5 of prior Office action dated 6/10/2004) that 
it is noted that the instantly claimed invention is directed to "an adhesive article which 
provides air egress" (Abstract) by a non-adhesive material which is generally present in 
a pattern that provides a path for air egress from the adhesive article, such as when 
lines are used, at least about 50% of the pattern should extend to the edge of the 
adhesive article to obtain acceptable air egress (specification, paragraph 0031 ). 
However, the aforementioned essential elements are absent from the independent 
claim 27, and renders the claimed invention not enabled by the disclosure. 

With respect to Applicants' argument "Applicant's disclosure provides at 
paragraph [0019] the following: 

[0019] As discussed above, the present invention relates to adhesive 

articles such as those used for industrial graphics. The adhesive articles 

provides one or more of air egress, repositionability and slidability for easy 

application to a substrate. 
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Air egress is only one of several different properties or advantages provided by the 
Applicant's claimed adhesive articles. Air egress is not critical or essential" (Remarks, 
page 7, 4 th paragraph), the Examiner notes that the adhesive articles in paragraph 
[0019] of the specification are clearly directed to various distinct inventions . For 
example, the previously cancelled claims 53-95 are clearly directed to structurally 
distinct inventions for adhesive articles having repositionabilitv and slidabilitv . because 
the non-adhesive material forms in claims 53-95 are claimed to be flash or protruded 
(relative to the outer surface of the adhesive layer), which prevent/reduce contact 
between the adhesive surface and the substrate, and provides repositionability and 
slidability. In the contrary, the instant invention does not provide a means to 
prevent/reduce the contact between the adhesive surface and the substrate, and it 
appears to be directed for air egress application only. As such, the Examiner maintains 
that essential structural elements for air egress are absent from the independent claim 
27, proper amendment is requested. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. SeeMPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S Chang whose telephone number is 571-272- 
1474. The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel H Morris can be reached on 571-272-1478. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
Art Unit 1771 
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